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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 7/21/09 
has been entered. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the claimed non-zero 
angle and tool must be shown and identified in Figures 1 and 3 or the feature(s) 
canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
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of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 11 and 33-34 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claims contain subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor, at the time the application was 
filed, had possession of the claimed invention. In particular, the limitation "bellows 
mechanism" (introduced into the claims through lines 7-8 of claim 1 1 ), and more 
particularly, the thus recited "mechanism" associated with the bellows (8) lacks 
adequate written support: Nowhere in the specification as originally filed including 
original claims has a mechanism associated with the bellows been specifically 
identified, and hence said mechanism constitutes new matter . 

5. Claims 11 and 33-34 are rejected under 35 U.S.C. 1 1 2, first paragraph, as 
failing to comply with the written description requirement. The claims contain subject 
matter which was not described in the specification in such a way as to reasonably 
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convey to one skilled in the relevant art that the inventor, at the time the application was 
filed, had possession of the claimed invention. The recitation in one claim of bellows 
and a tool does not correspond with a specific embodiment as disclosed in the original 
specification including original claims. Specifically, bellows only feature in apparatus 
without specific identification or even mere recitation of tools. Paragraphs [0029]-[0031] 
recite specific instruments, such as a television camera, an eddy current probe and an 
array type ultrasonic probe, but said instruments are not characterized as "tools", and 
hence an adequate written description in which "tool" is defined cannot be said to exist 
for embodiments with bellows. Therefore, the combination of the recitation of "bellows" 
and "tool" is not supported by a single embodiment and hence constitutes new matter . 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 11 and 33-34 recite, through claim 1 1 , the limitation "the lower portion", 
see line 7. There is insufficient antecedent basis for this limitation in the claim. 

8. Claims 11 and 33-34 recite, through claim 1 1 the limitation "into a jet pump of 
the nuclear reactor" on line 4. There is insufficient antecedent basis for this limitation in 
the claim. It is particularly noted that not every vessel of a nuclear reactor has a jet 
pump, while the preamble claims the apparatus "for performing an operation inside a 
vessel of a nuclear reactor" without any further qualification. 
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9. Claims 11 and 33-34 recite, through claim 1 1 the limitation "a tapered surface of 
an opening of the jet pump" on line 16. There is insufficient antecedent basis for this 
limitation in the claim. It is particularly noted that not every jet pump of a nuclear reactor 
has a tapered surface, quite apart from the already noted fact that not every vessel of a 
nuclear reactor has a jet pump in the first place, while the preamble claims the 
apparatus "for performing an operation inside a vessel of a nuclear reactor" without any 
further qualification. 

10. Claims 11 and 33-34 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The metes and bounds of the claimed 
invention are vague and ill-defined due to the introduction of new matter (see section 4 
above), whereby the claims are rendered indefinite. 

1 1 . Claims 11 and 33-34 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The metes and bounds of the claimed 
invention are vague and ill-defined due to the introduction of new matter (see section 5 
above), whereby the claims are rendered indefinite. 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1 3. Claims 11 and 33-34 are rejected under 35 U.S.C. 1 02(e) as being anticipated 
by Houser et al (US 2003/0060685 A1 ). 

Houser et al teach an apparatus (Figures 62-68 and [01 91]-[0201]) comprising: 

an apparatus body 805/810/820 having an elongated tubular member 820 having 
an upper portion 805 or 805/810 that defines a top end of the apparatus body; 

a weight 855 having an upper portion that is coupled to a lower portion of the 
tubular member (820) via a bellows mechanism (see [0191] for description of the 
bellows mechanism); 

a guide rod 853 ([0199]) abuttedly connected to the lower portion of the weight 
(855), the lower portion of the weight defining a bottom end of the apparatus body, the 
guide rod being elastically biased toward a predetermined non-zero angle relative to a 
vertical axis of the apparatus ([0199]: note that the guide rod 853 has a variable incline, 
varying between slightly curved and complete J-shape, hence necessarily having a bias 
to a non-zero angle relative to a vertical axis of the apparatus (i.e., relative to 820) to 
enable it to pass through, move and reposition easily, see [0199]. 

The following limitations are functional and describe intended use only: 
"sized to be essentially fully inserted...." (lines 3-4); "for imparting gravitational 
force" (line 6); "configured to conduct the operation" (lines 13-14); "wherein, the biased, 
predetermined non-zero angle of the guide rod facilitates..." (lines 15-16); " wherein, 



Application/Control Number: 10/767,397 Page 7 

Art Unit: 3663 

after the guide rod is inserted into the jet opening to conduct the operation" (all of 

the final three lines of claim 1 1 ). 

Since the nature of the operation and the conditions (including relative 
dimensions of positively recited and not-positively recited structures such as the jet 
pump, the opening with tapered surface of the jet pump, and the nuclear reactor) under 
which the operation needs to be conducted are left unspecified said limitations do not 
carry patentable weight, because, given a large enough opening of a jet pump with 
tapered surface the flexible apparatus by Houser et al is capable of performing the 
intended use. Note also that in the devices covered by Houser et al in [0191]-[0201] and 
illustrated by Figures 62-68 can all be used in the same manner and for similar 
purposes ([0201]). 

On claim 33: the bellows mechanism comprises an elastic member coupling the 
lower portion of the tubular member to the upper portion of the weight ([01 99]). 

On claim 34: the bellows mechanism imparts a biasing force capable of restoring 
the guide rod to the predetermined, non-zero angle relative to the vertical axis of the 
apparatus body ([0199]). 

Response to Arguments 

14. Applicant's arguments filed 07/21/2009 have been fully considered but they are 
not fully persuasive. 

a. The objection to the Specification has been overcome by amendment. 
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b. The ground of rejection under 35 U.S.C. 112, 1 st paragraph, for 
introduction of new matter as set forth in section 4 of the prior Office action has 
also been overcome by said amendment. 

c. The ground of rejection under 35 U.S.C. 112, 1 st paragraph, for 
introduction of new matter as set forth in section 5 of the prior Office action has 
been overcome by amendment to the claims. 

d. The ground of rejection under 35 U.S.C. 112, 2 nd paragraph, has been 
overcome because the ground of rejection set forth in section 4 of the prior office 
has been overcome. 

e. The ground of rejection under 35 U.S.C. 112, 2 nd paragraph, has been 
overcome because the ground of rejection set forth in section 5 of the prior office 
has been overcome. 

f. However, the combination of the recited tool and bellows constitutes new 
matter 

g. Said combination also necessitates a Drawings objection because of the 
absence of the identification of a tool in Figures 1 and 3, prompting an objection 
to Drawings of Figures 1 and 3. 

h. Furthermore, the biased, predetermined non-zero angle has not been 
specifically identified in said Figures either, prompting an objection to the 
Drawings of Figures 1 and 3. 
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i. Also, several problems with lack of antecedent basis in the claims are 
identified in the rejections above, which rejections are herewith included by 
reference in response to arguments. 

j. Applicant is again expressly alerted to the frequent reliance upon 
limitations of intended use, which, in the instant apparatus claim have very 
limited patentable weight. Examples of such limitations of intended use are "sized 
to be essentially fully inserted...." (lines 3-4); "for imparting gravitational force" 
(line 6); "configured to conduct the operation" (lines 13-14); "wherein, the biased, 
predetermined non-zero angle of the guide rod facilitates..." (lines 15-16); " 

wherein, after the guide rod is inserted into the jet opening to conduct the 

operation" (all of the final three lines of claim 1 1 ); And "wherein the bellows 
mechanism imparts a biasing force... apparatus body" (claim 34). Applicant is 
reminded that intended use and other types of functional language must result in 
a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In re 
Casey, 152 USPQ 235 (CCPA 1967); In re Otto , 136 USPQ 458, 459 (CCPA 
1963). 

k. Finally, examiner notes the circumstance that the claimed subject matter 
is broad particularly because of the aforementioned functional language and 
further because of the lack of a positive recitation of any nuclear component. The 
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ground of rejection under 35 U.S.C. 102(e) set forth in section 13 above is an 
immediate consequence of said circumstance. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHANNES MONDT whose telephone number is 
(571 )272-1 91 9. The examiner can normally be reached on 8-1 7. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack W. Keith can be reached on 571-272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/JOHANNES MONDT/ 
Primary Examiner, Art Unit 3663 



